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' l^suocC r me,h0d &r *»" 3 — «. classified 

Applicants elect to prosecute the claims of Group I (claims 1-23) Thi«„ ■ 
pan,graph 6 of the Office Action, upon ^ of ^ ^ rf " » 

Drawings 

The Examiner has objected to me drawings because they "do no, indude the 

snecifW 06 nUmb6rS 32 ^ 12 as disc, °** in the 

specification on page 10 lines W ^ 1 , 

references^ HA , No n —«er has been added to Figure 2. As to 

reference sign 13, Apphcants note that sign 13 is not mentioned in the descrintion of p- , 
(see specification as filed, page 1 0, line 23 through page 1 1 line , ,7 7 ^ 
Figure 7 ;<= a- , ™ougn page 11, line 12), and its inclusion in 

withdrawal of the Exanuner's objection to the drawing based on reference sign 13. 

Claim Objection 

about 2 and ratios, by definition, are re.a,ionships between two or more things - 
Accordmgly, the Examiner has suggested rewriting the claimed ratio vahte as i," 
Apphcants respectfully traverse mis requirement . ^ ^ ^ 

onentation ratio" a, -the muniplication product of the extent to which a film islanded in 
any one direction during the orientation process." (Specification a, page 9 JL O , 

region ot the rum. (Specification at page 9 lines 13 1<n Th« f 
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Claim Rejections PATENT 

Claims 1-23 have been rejected under 35 U S C si ™ • 
(USPN 5,968,630) Claim, 1 i. u W.741) in view of Foster 

The Office Action alleges, fate, mat: 

i^Xii^^r film sheet whercin « 

the foani sheet fS^S^ / COrTe /P ondin 8 «dge of 
film/foam flnl'l however > « directed to a laminate 

extends beyond one edge of JSft.^ 
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VaP ° r ~ s — (and fihns, therein, ie, a.one suggest tha, good 

In the darned structure, at least one edge rf ^ ^ fflm ^ 
corresponding edge of .he foam sheet, and this extension provides . continuous ^ ^ 

.0, hne 2 to page „. h „e ,0.) Akao fails ,o recognize me importance of achieving an 
■mproved mo,s,ure vapor ^ fcr ^ ^ ^ ^ 

such, Akao cannot he said to render obvious the sdution ,„ . problem £ ^ J* 

recognize to exist. 

O^^ensticsdistoguishmepresentmventionfromAkaoaswell Tneshee, 
d^cnbcd y Akao incudes the .avers film/adhesive/porous shee.adhesive/^ ,„ c ^ 
the present .„ve„ fton uprises me ^ ffllWfwfllm J* 

10 lines6 ,4, 1 7 M) M reaCBV "^ "Nation (Specification at page 
0, .ness.,4). Akao, on me other hand, states ma, heat bonding is no, desirabie, thus 

^h,n g a„ ay from me preferred embodimen^fmepresen, invention. (Akao a, column , 
Z TZ^T TeCA ' r - " »~ m Michigan, ,„c, mrM ^ 
21 ' ' referenCe ^ Wh ™ *U, upon reading 

the reference, . . .wouid be led in a direction divergen, from me path ma, was Ween by me 
applicant.") Newly added claim^e 5i .,. * ™ nc,tte 
for the Jr , PaKn ' ably dis(i »^»able from Akao 

for the add.tional reason that they are directed to heat bonding 

Additionally, Akao requires ma, the films be uniaxiaily molecular* oriented and 

In<he present mvention, however, no specific molecular orient is require, for me films 
and b,ax,a,,y stretch-oriente, films are preferred. (Specification a, page fines « ) 2 

fcughness an moisture vapor barrier functionality. (Specification a, page S, tines 7-1 »T 
Bec.se newly added claims 29 -3, are directed ,o films ,ha, are stretch-oriented in a, L 
two «hey are additional distinguished from Akao and do no, cover obvj 
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is not rendered obvious by Akao. 

Foster fails to remedy the deficiencies of Akao. Foster teaches a laminate 
composition including foam and only one layer of film, wherein the film extends past the 
edge of the foam. Foster does not disclose or suggest the use of a second film layer adhered 
to the opposite side of the foam layer, as claimed in the present invention. Foster also states 
that one of the objects of the invention is cost reduction. (Foster at column 2, lines 2-7 and 
column 10, lines 54-56.) Adding a second layer of film as in the present invention would 
result in increased cost compared to the laminated composition described in Foster. 
Therefore, Foster teaches away from the present invention; there can be no proper motivation 
to modify a reference in a manner that would be contrary to its expressed purposes. 

Most importantly, however, one of skill in the art would not look to Foster to improve 
the moisture resistance of the Akao structure, as the office Actions seems to suggests, since 
Akao itself does not indicate that such a problem even exists. To establish zprima facie case 
of obviousness, "there must be some teaching, suggestion, or motivation in the prior art to 
make the specific combination that was made by the applicant." In re Oetiker, 24 U.S.P.Q.2d 
1443, 1445 (Fed. Cir. 1992). No such teaching, suggestion, or motivation exists in this case. 
In the absence of such a showing, a rejection for obviousness is based on impermissible 
hindsight. /„ re Fritch, 23 U.S.P.Q.2d 1780, 1784 (Fed. Cir. 1992) ("It is impermissible for 
an examiner, in proffering a 35 U.S.C. 103 rejection, to use the claimed invention as an 
instruction manual or 'template' to piece together the teachings of the prior art to render the 
claimed invention obvious.") For all of the foregoing reasons, Applicants respectfully submit 
that the present invention is not rendered obvious by the combination of Akao and Foster as 
advanced in the Office Action. 


Claims 1-23: Foster/Deihel 
The Office Action alleges that: 

Foster does not disclose a first film adhered to a first surface of 
the foam sheet, the first film being comprised of a polyolefin, 
polyethylene, or various other polyolefin type compounds, the 
first film also having a bonding layer thereon. Deibel, 
however, teaches laminated insulating foam boards that may be 
used m floor construction. . . It would have been obvious to the 
skilled artisan at the time this invention was made to combine 
the teachings of Foster and Deibel to produce a flooring 
laminate having a first biaxially oriented film adhesively 


t 
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bonded to a first surface of the foam, motivated by the desire to 
produce a laminate composite with enhanced strength and 
resistance to bending and breaking. 


(Office Action at page 8.) Applicants traverse this rejection as well. No proper combination 
of these references provides the invention of claims 1-23. 

Foster is directed to a polyethylene foam with a polyethylene film adhered to one side 
of the foam. Foster, however, does not disclose or suggest the use of a second film adjacent 
to the opposite surface of the foam. In contrast, the presence of a film on both sides of the 
foam in the present invention contributes to the strength and durability of the composite 
material. As discussed above, Foster's stated desire to reduce costs teaches away from the 
addition of a second film layer. Therefore, the present invention is not rendered obvious by 
Foster because one of skill in the art would not be motivated by the teachings of Foster to 
increase the strength of the foster composite by adding a second, necessarily-cost-enhancing, 
film layer. 

Deibel fails to remedy the deficiencies of Foster. Deibel describes adhering polymer 
blend facers (films) to at least one side of a foam layer. The Office Action alleges that 
"Deibel states that suitable films include biaxially oriented polyolefin (polypropylene or 
polyethylene) films because biaxially oriented films provide laminated insulated foam boards 
with enhanced strength and resistance to bending and breaking." (Office Action at page 8.) 
Applicants respectfully point out that the Examiner has apparently mis-read Deibel. Deibel 
does not state that biaxially oriented polyolefin films are suitable for the invention claimed 
therein. The full sentence referred to in the Office Action reads "[b]iaxially oriented 
polyolefin films . . .provide laminated insulation foam boards with enhanced strength and 
resistance to breaking, but do so with an offsetting disadvantage" (Deibel at column 2, x lines 
58-61 .) Deibel goes on to state that polyolefin films are only minimally recyclable and are 
therefore not appropriate for use in the laminated boards claimed therein. (Deibel at column 
3, lines 5-23.) Rather than suggesting the use of polyolefin films, Deibel in fact discourages 
their use, and therefore does not render the present invention obvious. 

Because there is no teaching, motivation, or suggestion in the Foster and Deibel 
references to combine them in such a way as to make the presently claimed combination, 
Applicants respectfully submit that the present invention is not rendered obvious by Foster in 
view of Deibel. 
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In view of the foregoing, Applicants respectfully request reconsideration and 
withdrawal of the claim rejections under 35 U.S.C. §103. 

Conclusion 

In light of the foregoing amendment and arguments, Applicants respectfully request 
withdrawal of all objections and rejections in the present application. Applicants invite the 
examiner to contact the undersigned at (215) 557-5966 to clarify any unresolved issues raised 
by this response. 


Woodcock Washburn LLP 
One Liberty Place - 46th Floor 
Philadelphia PA 19103 
Telephone: (215) 568-3100 
Facsimile: (215)568-3439 


Respectfully submitted, 


Date: 



Amy E. Cpr-Trexler 
Registration No. 51,531 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 


In the Claims: 

28. (New) The composite material of claim 1 wherein the first and second films are heat 
laminated to the foam sheet. 

29. (New) The composite material of claim 28 wherein the first and second films are 
stretch oriented in at legist two directions. 

30. (New) The composite material of claim 29 further comprising an adhesive positioned 
along at least a portion of said at least one edge of the second film that extends beyond the 
corresponding edge of the foam sheet. 

3 1 . (New) The composite material of claim 30 further comprising a release layer 
positioned over said adhesive. 


